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This past March marked five years since the US Patent
and Trademark Office (the USPTO) began examining
patent applications under the America Invents Act (AIA)
first-inventor-to-file system, rather than the predecessor
first-to-invent system it replaced. Although this shift in
legal systems more closely aligned the USPTO with its
global counterparts, the US system still differs in one very
important way: The applicant of a patent application still
must be an inventor. To enforce this requirement, the AIA
created a new administrative proceeding called a “derivation proceeding” to “ensure that the first person to file the
application is actually a true inventor.”1 Despite the fact
that this dispute proceeding has been available for five
years, it is by far the most underutilized of the AIA proceedings,2 and therefore also the most esoteric of the AIA
proceedings. This article provides an overview of derivation and derivation proceedings and concludes with practice points to assist practitioners, patent applicants, and
inventors with these otherwise inscrutable AIA concepts.

Derivation vs. Invention
In Layman’s terms, derivation is when someone obtains
an invention from a true inventor, rather than actually
inventing it herself, and then files a patent application
claiming the invention as her own. A derivation proceeding is a contest between two inventors (or inventive
entities) to determine which is entitled to a patent on the
invention.3 Although derivation can occur in a number
of ways, a common fact pattern includes an inventor
disclosing her invention to a third party (e.g., a manufacturer) for a specific purpose (e.g., in order to procure and/
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or test a prototype) and the third party thereafter filing
a patent application claiming the disclosed invention as
her own.4

Initiating a Derivation
Proceeding
Per 35 U.S.C. § 135, a derivation proceeding is initiated
by the filing of a petition.5 A petition to institute a derivation proceeding must show that petitioner has at least
one claim that is (1) the same or substantially the same
as the respondent’s claimed invention and (2) the same
or substantially the same as the invention disclosed to
the respondent.6 The petition must further (1) identify
an application or patent for which the petitioner seeks
a derivation proceeding (i.e., an application or patent
of alleged deriver) and (2) set forth a basis for finding
that the claimed invention was derived from an inventor
named in petitioner’s application and that the inventor
from whom the invention was derived did not authorize
the filing of the earlier application claiming such invention.7 Additionally, for each of respondent’s claims to
the derived invention, the petition must (1) show why the
claimed invention is the same or substantially the same
as the invention disclosed to the respondent and (2) identify how the claim is to be construed.8
Notably, in order to have standing to file a petition,
both the petitioner and the alleged deriver must have
filed a patent application claiming the invention disclosed to the respondent.9 The petition must identify the
alleged deriver’s at-issue patent application (or patent),
demonstrate that the petitioner did not authorize the
filing of the at-issue patent application (or patent), and
further demonstrate derivation of the disclosed invention.10 To prove derivation, petitioner must establish
prior conception of the claimed subject matter and communication of that conception to an alleged deriver.11
Conception, as established by the Federal Circuit, is the
formation in the mind of the inventor of a definite and
permanent idea of the complete and operative invention,
as it is therefore to be applied in practice.12
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A petition under 35 U.S.C § 135 is time-barred unless
filed within one year from the first publication date of
a claim to an invention that is the same or substantially
the same as the allegedly derived invention.13 The triggering date can be either the publication date of a patent
application or the publication date of a patent.14 A petition will not be accorded a filing date until the USPTO
receives the $400 derivation petition fee.15

Available Relief in a
Derivation Proceeding
If a derivation proceeding is instituted, the PTAB
will determine the true inventor of a claimed invention
at issue in the petition.16 The PTAB may correct the
inventorship of any patent application or patent at issue
if it deems appropriate.17 Additionally, if the proceeding reaches the final decision stage and the inventor of
the earlier filed application is found to have derived the
claimed invention from the true inventor, the PTAB will,
in the case of a patent application, finally reject pending
claims of the application or, in the case of an issued patent, cancel claims during the final decision stage.18
Generally, petitioners request specific relief in their derivation petitions. In addition to the relief outlined above,
petitioners have requested the voiding of assignments or
that an alleged deriver’s patent not be considered prior
art against petitioner’s application.19 Some also include
catch-all language, seeking all other relief that the PTAB
deems appropriate and “as is necessary to the perfection
and enjoyment of petitioner’s rights to its inventions.”20
The PTAB also has authority to resolve patentability
issues that arise in the course of a derivation proceeding.21 As an example, the PTAB may need to resolve
an issue of claim indefiniteness before derivation can
be substantively addressed on the merits.22 As another
example, the PTAB may need to resolve anticipation
and/or obviousness issues before substantively addressing derivation. Patentability issues may be introduced in
the derivation petition.23

PTAB Standards for
Instituting a Derivation
Proceeding
The Director may institute a derivation proceeding
whenever the Director determines that a derivation
petition demonstrates that the standards for instituting a derivation proceeding are met.24 The standard, as
stated in 37 C.F.R. § 42.405(c), is whether the petition
demonstrates substantial evidence that, if unrebutted,
would support the assertion of derivation.25 As stated
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above, a showing of conception and communication
of conception are required to prove derivation.26 The
evidence must include at least one affidavit supporting
the petitioner’s claim that the derived invention was communicated to the alleged deriver and that the petitioner
did not give the alleged deriver authorization to file a
patent application claiming the derived invention.27 The
showing of conception and communication must be corroborated by evidence.28 In assessing the sufficiency of
corroboration, a rule of reason applies.29
The practice rules give the PTAB discretion to defer or
stay an institution decision in particular situations. As an
example, the PTAB may defer an institution decision for
up to three months after a patent is issued from an earlier
application that includes a claim that is subject to a petition.30 As another example, the PTAB may defer action
on a petition for a derivation proceeding or stay the proceeding after it has been instituted until the termination
of an ex parte re-examination proceeding, an inter partes
proceeding, and/or a postgrant review that involves the
patent of the earlier applicant.31 As yet another example,
the PTAB may defer a decision on institution until at
least one of petitioner’s claims is otherwise in condition
for allowance.32 The PTAB’s actions on derivation petitions filed thus far signal a preference to defer an institution decision based on the prosecution of petitioner’s
application.33

Institution Outcomes
Thus Far
Even though the PTAB has deferred institution decisions in a number of cases, the PTAB has nevertheless
issued several institution decisions.34 Until recently, the
results have been uniformly negative for the petitioners. In seven of the eight cases decided thus far, the
PTAB has refused to institute the derivation proceeding
because the petitioner failed to meet either the petition
requirements or its evidentiary burden under 37 C.F.R.
§ 42.405.35 Notably, the PTAB failed to find sufficient
evidence of derivation in half of the cases in which the
PTAB rendered an institution decision. Indeed, in three
proceedings involving Catapult Innovations Pty Ltd.
and adidas AG, the PTAB found that petitioner failed
to show prior conception of the claimed subject matter
and communication of that conception to respondent,36
but instead showed merely prior possession and communication of the prior possession, which cannot support a
finding of derivation.37
In other cases, the PTAB denied institution because
petitioners failed to meet the petition requirements.38
As stated above, 37 C.F.R. § 42.405 requires that the
petition show (1) that the challenged claims are drawn
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to the same or substantially the same invention as the
invention Petitioner disclosed to Respondent; (2) that
the Petitioner has at least one claim that is the same
or substantially the same as the Respondent’s claimed
invention; and (3) that Petitioner has at least one claim
that is the same or substantially the same as the invention
Petitioner disclosed to the Respondent.39 The PTAB has
graphically depicted the “substantially the same” inquiries between the petitioner’s claim (P), the respondent’s
claimed invention (R), and the invention disclosed to the
respondent (D) using the below diagram:40

As explained by the PTAB, the above illustration shows
the relationship of P and D and R with each other and
the directions of the arrows connecting each of P and D
and R indicate whether the associated “substantially the
same” analysis is one-way or two-way, and if one-way,
in which direction.41 For example, the one-way arrow
between D and R indicates the inquiry that R be “substantially the same as” D. In other words, this inquiry
asks whether the invention claimed by respondent is
substantially the same as the invention disclosed to the
respondent. As another example, the two-way arrow
between R and P represents inquiries asking (1) whether
respondent’s claimed invention is “substantially the same
as” petitioner’s claimed invention and (2) whether petitioner’s claimed invention is “substantially the same” as
respondent’s claimed invention.
Brockman v. Bainter is one example of a case in which
the PTAB denied institution because the petitioner failed
to meet the requirements of all of the “substantially
the same” inquiries. Specifically, the PTAB found that
the challenged claims (i.e., respondent’s claimed invention) were not drawn to the same or substantially the
same invention as the invention disclosed to respondent
by petitioner because the respondent’s claims included
components that were not conceived of by the petitioner
or communicated to the respondent—that is, R was not
“substantially the same” as D.42 Additionally, the PTAB
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found that Petitioner’s application did not include at
least one claim that was the same as or substantially
the same as the respondent’s claimed invention because
petitioner’s claims did not include features recited in
respondent’s claims—that is, P was not “substantially
the same” as R.43
In March 2018, the PTAB issued its first decision to
institute a derivation proceeding.44 In Andersen Corp.
v. GED Integrated Solutions, Inc., the PTAB found that
a petitioner had, for the first time, provided substantial
evidence to support an allegation of derivation.45 Unlike
the PTAB’s determination in Brockman, the PTAB found
that the petitioner in Andersen had met the requirements of all of the “substantially the same” inquiries,
highlighting the fact that the petitioner overcame the
P-R inquiry46 by including claims in its application that
were identical to the alleged deriver’s claims.47 The PTAB
also found that the petitioner had provided sufficient
corroborating evidence in support of its assertions of
conception and communication.48 The Andersen decision
is notable not only because it is the first decision of its
kind, but because it includes a PTAB endorsement of a
unique petitioning approach.49 Specifically, the PTAB
noted that the Andersen petition included multiple assertions of derivation (i.e., asserts that multiple inventions
were derived) within a single petition and opined that it
was not aware of any prohibition against such unique
approach.50
Given the institution decisions thus far, petitioners
must scrupulously observe the petition requirements,
paying careful attention to the “substantially the same”
inquiries, and must marshal their evidence to present a
strong showing of conception and communication of
that conception in order to meet its burden of showing
derivation. Conversely, respondents should critically
evaluate these same aspects of the petition and look for
opportunities to analogize to the many PTAB decisions
finding petitioners’ showings to be insufficient on these
points. Petitioners and respondents may both look to the
Andersen decision for guidance and attempt to analogize
or identify differences between the underlying facts in
order to bolster their respective positions.

Practice Points for Petitioners
•

•

A petitioner does not have standing to file a petition to institute a derivative proceeding unless the
petitioner is a patent applicant. The USPTO has
clarified that copying an alleged deriver’s application
is acceptable so long as the application is revised to
accurately reflect what the inventor invented.51
A petition is time-barred one-year after the first publication of a claim that is the same as or substantially
similar to the allegedly derived invention.
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•
•

•

•
•

The petition may address patentability issues with
the claims of the earlier-filed application.
The petition must satisfy the three “substantially
the same as” inquiries: (1) petitioner’s application
includes a claim that is substantially the same as
respondent’s claimed invention; (2) a claim of
petitioner’s application is substantially the same
as an invention disclosed to respondent; and (3) a
claim of respondent’s application is substantially
the same as an invention disclosed to respondent by
petitioner.
The petition must also demonstrate that derivation (conception + communication of conception)
occurred and that the petitioner did not authorize
the filing of the alleged deriver’s application claiming the derived invention.
Both conception and communication of conception
must be corroborated by sufficient evidence.
Assert multiple derivations in a single petition
instead of filing separate derivation petitions for
each alleged derivation.

1. 77 Fed. Reg. 56068 (Sept. 11, 2012).
2. According to a search of the USPTO Patent Trial and Appeal Board End
to End System, only 14 derivative proceedings have been docketed since
March 14, 2013. In this same time period, 7,586 inter partes review proceedings have been docketed, 98 postgrant review proceedings have been
docketed, and 545 covered business method patent review cases have been
docketed. See PTAB E2E (Apr. 2, 2018,10:23 a.m.), https://ptab.uspto.
gov.
3. Order Dismissal of Petition, Plasto-Sac Ltd. v. Hewlett-Packard Co.,
DER2015-00005, Paper No. 17, at 2–3 (P.T.A.B. May 3, 2017) (citing 35
U.S.C § 135); see also supra n.1.
4. See, e.g., Petition to Institute a Derivation Proceeding against US Patent
Application No. 13/373,649, Sports Nutrition Research, Ltd. v. Chemi
Nutra, DER2013-00001, Paper No. 1 (P.T.A.B. June 6, 2013); see also
Petition to Institute a Derivation Proceeding Pursuant to 35 U.S.C. § 135,
Plasto-Sac Ltd. v. Hewlett-Packard Indigo B.V., DER2015-00005, Paper
No. 1. (P.T.A.B. Mar. 26, 2015).
5. See 35 U.S.C. § 135(a)(1).
6. 37 C.F.R. § 42.405(a)(2).
7. Id., § 42.405(b)(1) & (2).
8. Id., § 42.405(b)(3).
9. See supra n.6; see also Decision Dismissing Petition, Gerber and Social
Language Processing, Inc. v. Cornell Univ. and Cornell Center for Tech.,
Enter., & Commercialization, DER2015-00011, Paper No. 5 (P.T.A.B. Nov.
9, 2015) (dismissing petition because, inter alia, petitioner lacks standing
due because petitioner was not a patent applicant).
10. See supra n.7.
11. Decision Denying Institution of Derivation Proceeding, Catapult Innovations
Pty Ltd. v. adidas AG, DER2014-00002, Paper No. 19, at 4 (P.T.A.B. July 18,
2014) (citing Cooper v. Goldfarb, 154 F.3d 1321, 1332 (Fed. Cir. 1998).
12. Kridl v. McCormick, 105 F.3d 1446, 1449 (Fed. Cir. 1997).
13. 35 U.S.C. § 135(a)(2) (“A petition under this section with respect to an invention that is the same or substantially the same invention as a claim contained
in a patent issued on an earlier application, or contained in an earlier application when published or deemed published under section 122(b), may not be
filed unless such petition is filed during the 1-year period following the date
on which the patent containing such claim was granted or the earlier application containing such claim was published, whichever is earlier.”); 37 C.F.R.
§ 42.403.
14. Id.
15. 37 C.F.R. §§ 42.404 & 42.15.
16. Supra n.1; see also 37 C.F.R. § 42.1(d) (“The PTAB applies a preponderance
of the evidence standard to determine whether a challenged claim constitutes
a derived invention”).
17. 35 U.S.C. § 135(b).
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Practice Points for
Respondents
•
•

•
•

•
•

Attack standing of a petitioner if petitioner did not
identify a patent application of which he is a named
inventor in the petition.
Assert that a petition is time-barred if at least one
of the challenged claims has been published, or is
patentably indistinct from a claim that has been
published, for one year or more.
Attack the sufficiency of petitioner’s arguments as
to each of the “substantially the same as” inquiries.
Consider whether the petitioner provides sufficient
evidence of derivation, including corroboration evidence of conception and communication of conception.
Query whether petitioner authorized the filing of
respondent’s application claiming the derived invention.
Challenge the claim construction proposed by petitioner.

18. 35 U.S.C. § 135(d).
19. See, e.g., Petition to Institute a Derivation Proceeding against US Patent
Application No. 13/373, 649, Sports Nutrition Research, Ltd. v. Chemi
Nutra, DER2013-00001, Paper No. 1, at 24 (P.T.A.B. June 6, 2013); Petition
to Institute a Derivation Proceeding Pursuant to 35 U.S.C. § 135, Plasto-Sac
Ltd. v. Hewlett-Packard Indigo B.V., DER2015-00005, Paper No. 1, at 5–6
(P.T.A.B. Mar. 26, 2015).
20. Id.; see also Petition to Institute Derivation Proceeding Pursuant to 35 U.S.C.
§ 135, nanoPrecision Products, Inc. v. Avago Techs. General IP (Singapore)
PTE L. and Laurence McColloch, DER2015-00009, Paper No. 2, at 2
(P.T.A.B. Apr. 24, 2015).
21. 37 C.F.R. § 42.400(b); see also 35 U.S.C. § 135(f) (“Nothing in this subsection
shall preclude the Director from determining the patentability of the claimed
inventions involved in the proceeding.”).
22. Supra n.1, at 56070.
23. See Order Denying Institution of Derivation Proceeding, Ethertronics, Inc.
v. Nextivity, Inc., DER2016-00021, Paper No. 35, at 8–9 (P.T.A.B. Oct. 2,
2017) (PTAB considering patentability issues argued in petition).
24. 35 U.S.C. § 135(a)(1).
25. 35 U.S.C. § 42.405(c).
26. Supra n.711.
27. Id.
28. Id.; see also Order Denying Institution of Derivation Proceeding, Sindoni,
Jr. v. Ninov et al., DER2016-00003, Paper No. 9, at 4 (P.T.A.B. Nov. 7, 2017)
(citing Berry v. Webb, 412 F.2d 261, 266 (CCPA 1969) (“The purpose of the
rule requiring corroboration is to prevent fraud … and an inventor ‘must
provide independent corroborating evidence in addition to his own statement
and documents.’”)).
29. Order Denying Institution of Derivation Proceeding, Sindoni, Jr. v. Ninov et
al., DER2016-00003, Paper No. 9, at 5 (P.T.A.B. Nov. 7, 2017) (citing Price
v. Symsek, 988 F.2d 1187, 1195 (Fed. Cir. 1993)); see also Order Denying
Institution of Derivation Proceeding, Brockman v. Bainter, DER201600002, Paper No. 7 (P.T.A.B. May 11, 2017) (finding that petitioner established substantial evidence supporting conception of an invention and
communication of the invention).
30. See supra n.1 at 56069.
31. Id.
32. Id.
33. See, e.g., Notice of Filing Date Accorded to Petition, Sports Nutrition
Research, Ltd. v. Chemi Nutra, DER2013-00001, Paper No. 3, at 2
(P.T.A.B. June 7, 2013); Notice of Filing Date Accorded to Petition, Sports
Nutrition Research, Ltd. v. Chemi Nutra, DER2015-00003, Paper No. 3, at
2–3 (P.T.A.B. Dec. 31, 2014); Notice of Filing Date Accorded to Petition,
Oren Techs., LLC v. Eiden, III et al., DER2016-00001, Paper No. 5, at 2–3
(P.T.A.B. Nov. 4, 2015).
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34. See Decision Denying Institution of Derivation Proceeding, Catapult
Innovations Pty Ltd. v. adidas AG, DER2014-00002, Paper No. 19
(P.T.A.B. July 18, 2014); Decision Denying Institution of Derivation
Proceeding, Catapult Innovations Pty Ltd. v. adidas AG, DER2014-00005,
Paper No. 13 (P.T.A.B. July 18, 2014); Decision Denying Institution of
Derivation Proceeding, Catapult Innovations Pty Ltd. v. adidas AG,
DER2014-00006, Paper No. 19 (P.T.A.B. July 18, 2014); Order Denying
Institution of Derivation Proceeding, Brockman v. Bainter, DER201600002, Paper No. 7 (P.T.A.B. May 11, 2017); Order Denying Institution of
Derivation Proceeding, Sindoni, Jr. v. Ninov et al., DER2016-00003, Paper
No. 9 (P.T.A.B. Nov. 7, 2017); Order Denying Institution of Derivation
Proceeding, Ethertronics, Inc. v. Nextivity, Inc., DER2016-00021, Paper
No. 35 (P.T.A.B. Oct. 2, 2017); Order Denying Institution of Derivation
Proceeding, Shukh v. Lupino and Agan, DER2016-00022, Paper No. 11
(P.T.A.B. Dec. 22, 2016).
35. Id.
36. See Decision Denying Institution of Derivation Proceeding, Catapult
Innovations Pty Ltd. v. adidas AG, DER2014-00002, Paper No. 19, at
18–19 (P.T.A.B. July 18, 2014); Decision Denying Institution of Derivation
Proceeding, Catapult Innovations Pty Ltd. v. adidas AG, DER2014-00005,
Paper No. 13, at 18–19 (P.T.A.B. July 18, 2014); Decision Denying Institution
of Derivation Proceeding, Catapult Innovations Pty Ltd. v. adidas AG,
DER2014-00006, Paper No. 19, at 17–18 (P.T.A.B. July 18, 2014).
37. Id.
38. See, e.g., Order Denying Institution of Derivation Proceeding, Brockman
v. Bainter, DER2016-00002, Paper No. 7 (P.T.A.B. May 11, 2017); Order
Denying Institution of Derivation Proceeding, Sindoni, Jr. v. Ninov et al.,

39.
40.
41.
42.
43.
44.
45.
46.
47.
48.
49.
50.

51.

DER2016-00003, Paper No. 9 (P.T.A.B. Nov. 7, 2017); Order Denying
Institution of Derivation Proceeding, Ethertronics, Inc. v. Nextivity, Inc.,
DER2016-00021, Paper No. 35 (P.T.A.B. Oct. 2, 2017); Order Denying
Institution of Derivation Proceeding, Shukh v. Lupino and Agan, DER201600022, Paper No. 11 (P.T.A.B. Dec. 22, 2016).
37 C.F.R. § 42.405(a)(2) & (b)(3)(i).
See, e.g., Decision Denying Institution of Derivation Proceeding, Catapult
Innovations Pty Ltd. v. adidas AG, DER2014-00002, Paper No. 19, at 17
(P.T.A.B. July 18, 2014).
Id.
See, generally, Order Denying Institution of Derivation Proceeding,
Brockman v. Bainter, DER2016-00002, Paper No. 7 (P.T.A.B. May 11, 2017).
Id.
Decision, Andersen Corp. v. GED Integrated Solutions, Inc., Case DER201700007, Paper No. 32 (P.T.A.B. Mar. 21, 2018).
Id.
Petitioner’s claimed invention (P) is “substantially the same” as Respondent’s
claimed invention (R).
Id. at 16.
Id. at 11–16.
Id. at 14.
Id. (“[] Anderson asserts that its inventor conceived of the subject matter
of each of claims 1–22, and communicated each conception to GED. Thus,
Andersen essentially has used its Petition to assert 22 different derivations
covered by the pertinent rules (i.e., 22 different inventions that allegedly were
derived).”).
See supra n.1 at 56069.
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